IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF KANSAS

MARK A. FREEMAN and
TIMOTHY K. STRINGER,

Plaintiffs,

V. Case No. 02-2249-JWL
GERBER PRODUCTS COMPANY,

Defendant.

MEMORANDUM AND ORDER

Fantffs Mark A. Freeman and Timothy K. Stringer own United States Patent No.
5,186,347 (the ‘347 patent), which is a patent for a spill-proof closure used in dispensng
liqud beverages. They alege that sippy cups sold by the defendant Gerber Products Company
infringe certain dams of the ‘347 patent. The court has dready issued a Memorandum and
Order condruing the disputed dam limitations of the ‘347 patent. See generally Freeman
v. Gerber Prods. Co., 357 F. Supp. 2d 1290 (D. Kan. 2005). The matter is now before the
court on Gerber's Motion for Summary Judgment of Non-Infringement (Doc. 108). For the
reasons explained below, Gerber's motion is granted in part and denied in part. Specificaly,
it is granted with respect to infringement under the doctrine of equivdents and it is denied with

respect to the issue of literd infringement.




STATEMENT OF MATERIAL FACTS

In this lawsuit for infringement of the ‘347 patent, the only independent clams a issue
are dams 7 and 14. Those clams describe a controllable valved closure for use in dispensing
a beverage from a contaner. In dmple terms, the closure generdly conssts of a beverage
container lid with a spout, a valve structure that attaches to the inner surface of the spout, and,
within that vave structure, a thin membrane with dit(s) that open and close to control the flow
of flud through the vave and out the spout. The cdam limitations currently & issue are the
aspects of 7(e) and 14(e) which dam “a thin membrane having attachable means for attaching
said thin membrane to an inner surface of said closure’” and the aspects of 7(f) and 14(f) which
dam “a dit through” or a “digoined portion within” “a planar section of sad thin membrane”
Fantiffs amended clam limitations 7(f) and 14(f) during patent prosecution by adding the
words “a planar section of” to cealy define their invention over United States Patent No.
4,496,062 to Coy.
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some of Gerber's cups are farly and accurady depicted in Gerber’s engineering drawings
which are set forth in Figures 1 and 2. In both versons, the valve gructure is made from a
flexible glicone rubber and has a retaning flange integraly formed about its base. The vdve
membrane is generdly dome shaped and has an intersecting par of dits through its center.
Both versons of the vave share the same general design and operate in the same way. For ease

of reference, the court has highlighted in yelow the section of the membrane where the

intersecting dits are located.
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SECTION A-A

Also, attached as Exhibit B-4 to Gerber’s motion for summary judgment is a true and correct

Gerber valve assembly.

The parties have submitted competing declarations on the issue of the shape of the

membrane at the location of the dits. On the one hand, the declaration of plaintiffs expert,
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Robert Sorem, Ph.D., states that the vave “includes a dit through a portion of the valve
membrane that is relaivey fla.” On the other hand, the declaration of Becky Bachman, who
is with Gerber and was involved in the dedgn of Gerber’s cups, States that the domed section
of the vave does not have a fla section and that the dits extend through the apex of a
continuoudy arched section of the vave.

Gerber HlIs two dyles of lids that use the vave. One is a cartridge-style vave and the
other is a welded-style valve. An engineering drawing of the cartridge-style valve is set forth
below. In the catridge-yle vave, the vave membrane is mounted in a vave assembly which

is removable from the spout. The vave assembly has an integrdly

LAY molded spout flange aound its base. A friction fit is formed
;%?EE};%_;L\_'Q\
sl g _ _
P =477 between the exterior surface of the valve assembly and the inner
4 | i surface of the cup lid. The spout flange around the base of the vave
: 7

asembly serves as a vdve holder that abuts a flange within the spout

when the vave assembly is inserted into the lid for use. Gerber has

obtained United States Patent No. 5,890,621, which is directed to the Gerber cartridge-style

vdve. Tha paent discloses that the vave assembly may be mounted in a vave cartridge

attached to an inner surface of the lid by a friction fit. It aso discloses that the vave may be
attached directly to the lid by a snap fit.

Gerber seeks summary judgment on two grounds. First, Gerber argues that the valve

membrane in its cups is dome shaped and therefore does not have the planar section required

by dam limitaions 7(f) and 14(f). Second, Gerber argues that the vave in its cartridge-style
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cups is not hdd in place in the lid by virtue of a ridge-and-groove interlocking snep fit

sructure required by claim limitations 7(€) and 14(e).

SUMMARY JUDGMENT STANDARD

Summary judgment is appropriate if the moving party demonsrates that there is “no
genuine issue as to any materid fact” and that it is “entitled to a judgment as a matter of law.”
Fed. R. Civ. P. 56(c). In applying this standard, the court views the evidence and all reasonable
inferences therefrom in the ligt most favorable to the nonmoving party. Spaulding v. United
Transp. Union, 279 F.3d 901, 904 (10th Cir. 2002). A fact is “materid” if, under the
goplicable subgtantive law, it is “essentid to the proper dispostion of the dam.” Wright ex
rel. Trust Co. v. Abbott Labs., Inc., 259 F.3d 1226, 1231-32 (10th Cir. 2001) (cting Adler
v. Wal-Mart Stores, Inc., 144 F.3d 664, 670 (10th Cir. 1998)). An issue of fact is “genuing’
if “there is auffident evidence on each sde so that a rationa trier of fact could resolve the
issue ether way.” Adler, 144 F.3d at 670 (citing Anderson v. Liberty Lobby, Inc., 477 U.S.
242, 248 (1986)).

The moving party bears the initid burden of demonstrating an absence of a genuine issue
of materid fact and entittement to judgment as a matter of law. Spaulding, 279 F.3d a 904
(dting Celotex Corp. v. Catrett, 477 U.S. 317, 322-23 (1986)). In attempting to meet that
standard, a movant that does not bear the ultimate burden of persuasion at trid need not negate

the other party’s dam; rather, the movant need smply point out to the court a lack of evidence




for the other party on an essentid edement of that party’s dam. Adams v. Am. Guar. & Liab.
Ins. Co., 233 F.3d 1242, 1246 (10th Cir. 2000) (citing Adler, 144 F.3d at 671).

Once the movant has met this initid burden, the burden ghifts to the nonmoving party
to “st forth specific facts showing that there is a genuine issue for trid.” Spaulding, 279
F.3d a 904 (dting Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 587
(1986)); see also Anderson, 477 U.S. a 256; Celotex, 477 U.S. a 324. The nonmoving party
may not amply rest upon its pleadings to satisfy its burden. Anderson, 477 U.S. a 256; Eck
v. Parke, Davis & Co., 256 F.3d 1013, 1017 (10th Cir. 2001). Rather, the nonmoving party
must “set forth specific facts that would be admissble in evidence in the event of trid from
which a rationd trier of fact could find for the nonmovant.” Mitchell v. City of Moore, 218
F.3d 1190, 1197-98 (10th Cir. 2000) (quoting Adler, 144 F.3d at 671). To accomplish this
the facts “must be identified by reference to an affidavit, a depodtion transcript, or a specific
exhibit incorporated therein.” Adams, 233 F.3d at 1246.

Hndly, the court notes that summay judgment is not a “didavored procedural
shortcut”; rather, it is an important procedure “designed ‘to secure the just, speedy and
inexpensve determination of every action.’” Celotex, 477 U.S. a 327 (quoting Fed. R. Civ.

P. 1).




ANALYSIS

For the reasons explained below, the court concludes that the record reflects a genuine
issue of materid fact regarding whether the intersecting par of dits in the Gerber valve
membrane literdly infringe dam dements 7(f) and 14(f) by virtue of being located within a
planar section of the membrane. The record dso reflects a genuine issue of materiad fact
regarding whether the differences between the vave assembly sructure in Gerber’s cartridge-
dyle cups and the ridge-and-groove structure disclosed in the ‘347 patent are insubstantid and,
consequently, the Gerber vave assembly may literdly infringe daim elements 7(e) and 14(e)
by condituting equivdent dructure for peforming the recited means of ataching the thin
membrane to an inner surface of the lid. The court finds that Gerber is, however, entitled to
summay judgment on infringement under the doctrine of equivdents because of plantiffs
narowing amendments made during prosecution history to didinguish the ‘347 vave
membrane over Coy.

A. Claim Limitations 7(f) and 14(f): Shape of the Membrane Where the “Sit” or
“Digoined Portion” is L ocated

Determining whether a clam has been infringed requires a two-step analyss. Boss
Control, Inc. v. Bombardier Inc., 410 F.3d 1372, 1376 (Fed. Cir. 2005). First, the court must
properly congrue the dam to determine its scope and meaning. Id. In this case, the court has
dready congrued dam limitations 7(f) and 14(f) to mean a dit through or a digoined portion
within “the section of the thin membrane that has a fla, two-dimensona quality.” Freeman

v. Gerber Products Co., 357 F. Supp. 2d 1290, 1313 (D. Kan. 2005). W.ith these clam




limitations aready construed as a matter of law, then, the court will proceed to the second step
of the infringement andyss.

In step two, the court compares the properly construed dams to the accused device or
process. Boss Control, 410 F.3d a 1376. “To prove infringement, the patentee must show
that the accused device meets each clam limitation, ether literaly or under the doctrine of
equivalents.” Playtex Prods., Inc. v. Procter & Gamble Co., 400 F.3d 901, 906 (Fed. Cir.
2005). Here, Gerber contends that its valve membrane does not infringe clam limitations 7(f)
and 14(f) because its membrane is generdly dome shaped, not flat, and the intersecting dits
are located through the apex of the dome! Gerber seeks summary judgment of no literd
infringement and no infringement under the doctrine of equivalents.  “Infringement, whether
literd or under the doctrine of equivdents, is a question of fact.” Boss Control, 410 F.3d at
1376; accord Nazomi Communications, Inc. v. Arm Holdings, PLC, 403 F.3d 1364, 1367
(Fed. Cir. 2005).

1. Literal Infringement

The enginering drawings of Gerber's vave memrbrane revea that the membrane
contans an intersecting par of dits at the center of the membrane. In the formerly used older

verson of the vave, the membrane was rddively thicker around the edges and tapered into a

! Gerber's aguments do not didinguish between dam limitaions 7(f) and 14(f)
inesmuch as 7(f) dams “a dit through” whereas 14(f) cdams “a digoined portion within” the
thin membrane. Rather, Gerber’s arguments focus on whether the intersecting pair of dits are
located in a “planar section of” the thin membrane. The court therefore will confine its
andyss to the same issue and will herenafter smplify its references to the “dit through” or
“digoined portion within” the thin membrane as the “dits through” the thin membrane.
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thinner membrane in the center. In the newer verson of the valve, the membrane appears to
be more rounded and not as proportiondly thick around the outsde perimeter. The critica
aspect of both versons of the vave — the shape of the membrane where the intersecting dits
are located — is gmilar. In both versons, the membrane is essentidly flat on one surface and
dightly curved on the other.

Gerber admits thet the section of the membrane through which the dits are located has
one flat surface. But, Gerber nonetheless contends that because the other surface is curved
the membrane does not have a fla, two-dimensond qudity. Gerber argues tha the reevant
section of the membrane vave is arched and three dimensond. According to the deposition
testimony of Timothy Socier, an individud with Liquid Molding Sysems who helped develop
Gerber's vave, the shape of the membrane and its thickness ratio are criticad to proper
functioning of the valve. Thus, Gerber contends that the valve does not have a two-dimensional

quality because dl three dimensions are crucia to its operation.?

2 Gerber dso briefly mentions in its reply brief that the Federal Circuit in Phillips v.
AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) (en banc), overruled the Texas Digital Systems,
Inc. v. Telegenix, Inc., 308 F.3d 1993 (Fed. Cir. 2002), “dictionary first” approach to clam
congtruction in favor of increased emphass on the intringc record. The court understands that
Gerber did not raise this issue in its initid brief because Phillips came out nearly three months
after Gerber filed its motion for summary judgment. But, even so, the court will not consider
this asgument at this procedura juncture for two reasons. First, Gerber raised the argument
in its reply brief. The proper procedurd vehicle for this argument is a motion to reconsider
the court’s Markman ruling. Second, Gerber does not explain how the Federa Circuit’s ruling
in Phillips should change the court's congtruction of the disputed clam limitations in the ‘347
patent. The court assures the parties that it has re-evauated its Markman ruling in light of
Phillips and the court does not beieve that its dam congruction andyds ran aoul of the
principles announced in Phillips in any respect. In Phillips, the Federal Circuit eschewed
“heavy rdiance on the dictionary divorced from the intringc evidence” 415 F.3d a 1321. In
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In response, plantiffs argue that a reasonable jury could conclude that the section of
the membrane through which the dits are located has a flat, two-dimensond qudity. Haintiffs
ague that Gerber is focuang too much on the membrane as a whole rather than on the fact that
the membrane needs to be planar only where the dits are located. In support of this argument,
plantffs have submitted a declaration from their expert, Dr. Robert Sorem. Dr. Sorem opines
that the shape of the membrane is defined by a two-dimensond coordinate system with the dit
going through the thickness of that two-dimensonad surface whereas the thickness is defined
by the third dimenson. According to Dr. Sorem, Gerber's argument views the profile of the
membrane as it would appear if cut through by an intersecting plane and, to one of ordinary
ill in the art, this definition “is clearly for a ‘cross-section, not a ‘section’” whereas one of
ordinary kill in the art would congrue the term “‘section’ to be synonymous with ‘portion’ or
‘part.”

Viewing the evidence in the light most favorable to plaintiffs, the court finds that they
have raised a genuine issue of materid fact regading whether Gerber’s vave membrane
literdly infringes the “planar section of” cdam limitation. This finding rets on an examination

of the enginexring drawings set forth above as wdl as a visud examinaion of the vadve

this case, the court cetanly relied on dictionary definitions in congruing the clams but it by
no means did so divorced from the intrindc record. Rather, the court construed the claims in
a manner that was congstent with the intrindc record as wel as the ordinary meanings of
words. Thus, absent more meaningful argument from Gerber on this issue, the court is
unpersuaded that its Markman ruling is contrary to Phillips.
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membrane contained in Gerber's sippy cup.®  Although the entire valve membrane is generdly
dome shaped, only the section of the vadve membrane where the intersecting dits are located
mugt be planar, or have a fla, two-dimensgond qudity. At that particular section of the
membrane, one surface appears to be entirdy fla. And, with respect to the other surface which
is curved, the degree of curvaiure gppears to be minuscule.  Perhaps most sgnificantly, this
relaively fla portion of the membrane stands in sharp contrast to the dgnificatly more
curved perimeter of the membrane. Comparatively, the perimeter of the membrane appears
to be three-dimensond whereas the center of the membrane appears to have a flat, two-
dimensond qudity. Thus, a reasonable trier of fact could conclude that the relevant section
of the membrane has a planar, or fla, two-dimensona qudity. Accordingly, Gerber's motion
for summay judgmet on the bads of liteed non-infringement of this cdam limitation is
denied.

2. Infringement Under the Doctrine of Equivalents

“Infringement under the doctrine of equivdents occurs when a camed limitation and
the accused product perform subgtantidly the same function in substartially the same way to

obtain subgantidly the same result.” Business Objects, SA. v. Microstrategy, Inc., 393 F.3d

3 Gerber urges the court to disregard Dr. Sorem’'s declaration because his opinion “is
nothing more than a collection of unsupported assertions and conclusory opinions that cannot
create a genuine issue of materia fact as to whether the Gerber vave meets the ‘planar section’
limitation in Clams 7 and 14.” The court will not address this argument because the court
finds that, even in the absence of Dr. Sorem’s opinion, a genuine issue of materia fact exists
on this issue. The court does, however, find Dr. Sorem’s opinions to be of interest. If Gerber
wishes to chdlenge the admisshility of his opinions it should properly raise the issue by filing
alimine or Daubert-type motion prior to trid.
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1366, 1374 (Fed. Cir. 2005). The court has no difficulty concluding that, if plantiffs ae
entitted to the benefit of the doctrine of equivdents, they have rased a genuine issue of
materid fact regarding whether the Gerber vave infringes this dam limitation. At the
location of the dits in the vadve membrane, the Gerber vave membrane appears to perform
subgantidly the same function as the membrane in the ‘347 vave (to regulate the flow of flud
from the beverage container) in subdantidly the same way (by opening and dosing the dlits
in the membrane) to obtain subgtantidly the same result (to prohibit the flow of fluid when the
dits are closed and to dlow the flow of fluid when the dits are open). Indeed, Gerber does not
dispute this but instead argues that plantiffs are bared from reying on the doctrine of
equivaents because of prosecution history estoppd. Gerber contends that plaintiffs cannot
rely on the doctrine of equivdents because they added the language “a planar section of” to
overcome prior art, Coy.

“The doctrine of equivdents alows the paentee to clam those insubstantia aterations
that were not cgptured in drafting the origind patent clam but which could be created through
trivid changes” Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 733
(2002) (“Festo’). Under the doctrine, an element in the accused device is equivdent to a clam
limitation if ther differences are insubstantia. Honeywel Int’l, Inc. v. Hamilton Sundstrand
Corp.,, 370 F.3d 1131, 1139 (Fed. Cir. 2004), cert. denied, 125 S. Ct. 2928 (2005).
Prosecution history estoppel, however, bars the patentee from asserting equivdents if the

scope of the dam has been narrowed by amendment during prosecution. Festo, 535 U.S. a

12




733-34, 736 (“Estoppel arises when an amendment is made to secure the patent and the
amendment narrows the patent’ s scope.”). Therationaeis that

[wlhen . . . the patentee origindly damed the subject matter aleged to infringe

but then narrowed the dam in response to a reection, he may not argue that the

surrendered  territory comprised unforeseen subject maiter that should be

deemed equivaent to the literd clams of the issued patent. . . .

A rgection indicates that the patent examiner does not believe the
origind dam should be patented. While the patentee has the right to gpped, his
decison to forgo an goped and submit an amended clam is taken as a
concession that the invention as patented does not reach as far as the origina
dam.

Id. a 733-34. Consequently, a narrowing amendment gives rise to a rebuttable presumption
thet the patentee surrendered any subject matter between the amended clam as origindly filed
and clams alowed by the Patent and Trademark Office (PTO). Id. at 741.

In this case, as discussed in detall in the court's prior order, when plaintiffs origindly
applied for the patent in 1991, clam dement 7(f) clamed “a dit through said thin membrane’
and 14(f) cdamed “a digoined portion within said thin membrane.” Freeman v. Gerber Prods.
Co., 357 F. Supp. 2d 1290, 1308-09 (D. Kan. 2005). On June 24, 1992, the PTO examiner
conducted a teephone interview with Mr. Freeman. 1d. at 1309. During that interview, the
examingr requested and recelved authorization from Mr. Freeman to add the additiond
language “a planar section of” to these dam dements. Id. The examiner interview summary
record describes the generad nature of what was agreed to during the interview as: “Agreed upon
Examing’s Amendmet to clearly define over Coy.” Id. Thus, based on the prosecution

higory, a presumption arises that plantffs have surrendered dl subject metter between any

membrane with a dit through or digoined portion within it and any membrane in which the dit
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or digoined portion is located through or within a planar section of the membrane. In other
words, plantiffs have presumptivdly surrendered dl membranes in which the dit or digoined
portion is located through or within a non-planar section of the membrane.

FMantiffs then, can rebut this presumption by demondgrating that (1) the dleged
equivdent was unforeseegble a the time of the narowing amendment, (2) the rationale
underlying the narrowing amendment bore no more than a tangentid relation to the equivaent
a issue, or (3) there was some other reason why the patentee could not reasonably have been
expected to describe the dleged eguivdent. Festo Corp. v. Shoketsu Kinzoku Kogyo
Kabushiki Co., 344 F.3d 1359, 1368 (Fed. Cir. 2003) (en banc) (“Festo I1”) (ating Festo, 535
U.S. at 740-41). Here, plantiffs argue the second of these grounds — that is, that the narrowing
amendment bears no more than a tangentid relation to the shape of Gerber's vave membrane.
The primary condderation in determining when an amendment bears only a tangentia reation
to the equivdent in question is “‘whether the reason for the narrowing amendment was
peripherd, or not directly relevant, to the dleged equivdent.”” Insituform Techs., Inc. v. CAT
Constr., Inc., 385 F.3d 1360, 1370 (Fed. Cir. 2004) (quoting Festo I, 344 F.3d a 1365);
accord Chimie v. PPG Indus, Inc, 402 F.3d 1371, 1383 (Fed. Cir. 2005). This inquiry
“focuses on the patentee’s objectively apparent reason for the narrowing amendment,” a reason
which “should be discernible from the prosecution history record.” Festo 11, 344 F.3d at 13609.
A narrowing amendment is not tangentiad where, for example, it is made to avoid prior art that

contains the eguivdent in quedion; in that case, the amendment is centra to dlowing the
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dam. Id. Whether the patentee has rebutted the presumption of surrender is a question of law
for the court. 1d. at 1367-68.

As the court previoudy explained in its Markman ruling, the reason for the narrowing
amendment was to distinguish the ‘347 patent over Coy by “eiminat[ing] the possbility that
the dit could be located a the apex of a V-shaped portion of the thin membrane where two
ddewdls converge. Absent this limitation, nothing . . . would prevent the thin membrane from
being V-shaped with a dit a its goex that functions as the vave opening.” Freeman v. Gerber
Prods. Co., 357 F. Supp. 2d 1290, 1309 (D. Kan. 2005). In this amendment, the shape of the
membrane at the section through which the dit or digoined portion passes was directly a issue
during prosecution and it is directly relevant to the dleged equivdent. If Gerber's membrane
does not literdly infringe the ‘347 patent because the reevant section of the membrane is
planar, then the membrane would be considered to be dome shaped or arched. In other words,
it would be non-planar. Narrowing the scope of the clam so that it does not encompass a V-
shaped membrane with a dit a its apex is not periphera or tangentiad to a dome-shaped
membrane with a dit a its apex. Rather, the nature of the narrowing amendment reveals that
it is directly rdevant to such dome-shaped membranes because plaintiffs surrendered their
dam to dl such non-planar membranes in order to obtain their patent. See, e.g., Chimie, 402
F.3d a 1383 (narowing amendment to address issues raised during prosecution was not
tangentia to an equivalent having that characterigtic).

Fantiffs rationde to the contrary is that the amendment was designed to diminate the

possibility that the dit could be located at the apex of a V-shaped portion of a membrane where
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two gdewdls converge, and this type of vave bears no reationship to the portion of Gerber's
vdve membrane that has a flat, two-dimensond qudity. This logic is flawed, firda and
foremodt, because if the reevant section of Gerber's membrane has a flat, two-dimensional
qudity, then that membrane literdly infringes the ‘347 patent and resort to the doctrine of
equivalents is unnecessry.  Absent a finding of literd infringement, then, plantiffs are trying
to recapture territory that they surrendered during prosecution. Simply because the prior art
(the V-shaped membrane in Coy) does not contain the precise dleged equivdent in question
(an arch shaped membrane) does not equate to a finding that the arch shaped membrane at issue
here is tangentid to the purpose of the amendment. See Chimie, 402 F.3d at 1383 (“It does
not follow . . . that equivalents not within the prior art must be tangential to the amendment.”).

Hantiffs reliance on Insituform Technologies, Inc. v. CAT Contracting, Inc., 385 F.3d
1360 (Fed. Cir. 2004), is misplaced. Insituform involved a patented process for reparing
underground pipes without digging them up by impregnaing a flexible tube liner with resin via
a vacuum cup. The prosecution higory involved an amendment which narrowed the patent
dam to a gnge vacuum cup process, id. a 1368, thus presumptively eiminating multiple cup
processes under the doctrine of equivaents. The Federd Circuit held that Instuform rebutted
the Festo presumption by demongrating that the narrowing amendment bore no more than a
tangentid relaion to the accused, multiple-cup process. Id. The narrowing amendment had
been made to didinguish the process over prior art, Everson, and Instuform demonstrated that
“the difference between its process and Everson was tha its process did not have the

disadvantage of the Everson process of a lage compressor a the end of the liner.” 1d. at 1370.
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There was no indication in the prosecution history of any rdationship between the narrowing
anendment and the mutiple cup accused process. Id. In Insituform, then, the plantiff
demonstrated that the prosecution history reveded that the narrowing amendment was made
to didinguish prior art that necesstated a lage compressor at the end of the liner.  Thus
whether the process was a dngle-cup process or a multiple-cup process was tangential to the
amendment’s purpose to avoid a large compressor a the end of the liner. In contradt, in this
case the narrowing amendment was made to distinguish the ‘347 patent over Coy by defining
the shape of the membrane a the location of the dit through the membrane and Gerber's
aleged equivdent likewise involves the issue of the shape of the membrane at the location of
the intersecting dits  Thus in this case, unlike in Insituform, the raionde undelying the
narrowing amendment (to define the shape of the membrane a the location of the dit) is
directly rdlevant to the aleged equivaent.

In sum, plantffs have faled to rebut the presumption that they are estopped from
atempting to recapture the surrendered territory of non-planar membranes by virtue of having
made a narowing amendment to diginguish the ‘347 patent over Coy. The Gerber vave
membrane, then, ether literdly infringes the ‘347 paent by having a flat, two-dimensond
qudity at the section where the intersecting dits are located or ese the relevant section is
arch-shaped and therefore does not literdly infringe the ‘347 patent. This is an issue for the
trier of fact. But plaintiffs are not entitled to recapture any non-planar membranes, no matter

how insubdantidly non-planar, under the doctrine of equivdents.  Accordingly, Gerber's
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motion for summary judgment is granted with respect to the issue of infringement under the
doctrine of equivaents.

B. Claim Limitations 7(e) & 14(e): Attachable Means for Attaching the Thin
Membraneto the Inner Surface of theLid

Clam limitations 7(e) and 14(e) dam “means for attaching said thin membrane to an
inner surface of sad closure” The court construed these clam limitations to mean “an
interlocking snep fit formed by a groove on the exterior of the wal around the perimeter of
the thin membrane which abuts and is affixed to a ridge on the interior of the spout.” Freeman
v. Gerber Prods. Co., 357 F. Supp. 2d 1290, 1313 (D. Kan. 2005). Gerber contends that it is
entitted to summary judgment because its vave lacks the described ridge-and-groove structure
forming an interlocking snep fit.

Clam dements 7(e) and 14(e) are means-plusfunction limitations permitted by 35
U.SC. 8§ 112, § 6. “‘Literd infringement of a § 112, 1 6 limitation requires that the rdevant
dructure in the accused device peform the identical function recited in the cdam and be
identicd or eguivdent to the corresponding Sructure in the specification”” Frank's Casing
Crew & Rental Tools, Inc. v. Weatherford Int’l, Inc., 389 F.3d 1370, 1378 (Fed. Cir. 2004)
(quoting Odetics, Inc. v. Storage Tech. Corp., 185 F.3d 1259, 1267 (Fed. Cir. 1999)).
Structural equivdents under § 112, 1 6 are induded within litera infringement of meansplus
function dams.  1d. The court must find both (1) functiona identity, and (2) either structura
identity or equivdence. 1d. In this case identity of function is undisputed. Gerber's vave

assembly as wdl as the vadve distlosed in the patent both perform the recited function of
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ataching the thin membrane to the inner surface of the closure (i.e, lid). The sructure that
peforms this function in the Gerber vdve assembly, however, dealy is not identicd to the
vadve disclosed in the ‘347 patent. The patent valve clams a ridge-and-groove dructure
forming an interlocking snap fit whereas the Gerber vdve has a dructure with a friction fit and
a protruding flange around its base. Thus, the pivotd issue here is whether the valve assembly
in Gerber’s cartridge-style cups congtitutes equivaent structure.

Structures are equivdent under 8 112, f 6 if thar differences are insubgtantid.
Caterpillar Inc. v. Deere & Co., 224 F.3d 1374, 1379 (Fed. Cir. 2000). Under a modified
verson of the function-way-result methodology that applies under the doctrine of equivdents,
two dructures may be eguivdent for purposes of 8 112, 6 if they perform the identicd
function, in subgantidly the same way, with subgantidly the same result. Frank’s Casing,
389 F.3d at 1378; Caterpillar Inc., 224 F.3d a 1379; Odetics, 185 F.3d at 1267 (adopting a
modified verson of the test developed for the doctrine of equivaents in the context of § 112,
1 6 dructurd equivdency due to the functiond identity requirement). The issue of dructurd
equivdence under 8 112, 1 6 is a question of fact. Frank's Casing, 389 F.3d at 1378; Odetics,
185 F.3d at 1268.

The court readily concludes that a rationa trier of fact could find that the differences
between the two vdve dructures are insubdantid and, consequently, find structural
equivdlency and literd infringement.  Viewing dl reasonable inferences in plantiffs favor, as
the court must as this procedura juncture, it appears that the differences in the structures that

atach the thin membrane to the inner surface of the lid appear to be rdativdy minor and

19




inubdantid.  In both vaves, the thin membrane is mounted into a vave assembly such that the
membrane rests essentidly perpendicular to the surrounding wals.  Those wals form a
cylinder shaped vave assambly that, in turn, fits into corresponding cylinder-shaped wadls
within the spout of the lid. The only difference between the two dtructures is that the ‘347
vave assembly ultimady performs the function of attaching the thin membrane to the lid by
vitue of a ridge-and-groove dSructure between the two walls whereas the Gerber vave
assembly attaches the thin membrane to the lid by a friction fit and a retaining flange between
the two wadls. Those differences appear to be drikingly insubstantial in light of the otherwise
virtualy identicadl manner in which the cylindricd vave assemblies peform the same function.
The two vdve assemblies appear to perform identica functions (attaching the thin membrane
to the interior of the spout) in subgantidly the same way (by mounting the membrane into a
cylinder, insating the cylinder into the interior of the spout, and utilizing an externd
protruson around the vadve wdls to hold the cylinder in place) with subgdantidly the same
result (cregting a removable vave assembly that, when inserted, remans affixed within the
spout). The friction fit and retaining flange in the Gerber vave does not appear to add anything
of dgnificance to the ridge-and-groove structure disclosed in the patent. See Valmont Indus.
v. Reinke Mfg. Co., 983 F.2d 1039, 1043 (Fed. Cir. 1993) (change is insubgtantid if it, “from
the perspective of one of ordinary skill in the art, adds nothing of sgnificance to the dructure,
materid, or acts disclosed in the patent specification”).

The court finds an illugration by the Federal Circuit in IMS Technology, Inc. v. Haas

Automation, Inc., 206 F.3d 1422 (Fed. Cir. 2000), to be particularly informative in this case.
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In IMS the court gave as an exanple a dam that incdludes “means for securing parts A and B
together in a fixed reationship.” 1d. a 1436 n.3. The written description discloses that the
parts are secured together by nals 1d. The court explained that “[flor purposes of the
invention, it does not matter how parts A and B are secured; nals are not a critical part of the
invention.” Id. Thus, athough a screw is not a nail, a screw congtitutes equivalent structure
for purposes of § 112, § 6 in the context of the invention Likewise, in this case, the critica
part of the invention is a dructure that attaches the thin membrane to the inner surface of the
lid. The drawings disclose that this is performed by a cylinder shaped vave that abuts the wals
of the spout and is affixed in place by a ridge-and-groove structure. That ridge-and-groove
dructure, however, is not a paticulally criticad part of the invention. The criticd pat of the
invention is having some type of dructure that holds the thin membrane in the spout to control
the flow of fluds Thus, a raiond trier of fact could find that it is inggnificant in the context
of the invention that the Gerber vave accomplishes this same objective by virtue of a friction
fit and a retaning flange rather than a ridge-and-groove dructure. See also id. (explaning that
“a rngid comparison of physcd dsructures in a vacuum may be inappropriate in a particular
case” because “when in a damed ‘means limitaion the disclosed physica dructure is of little
or no importance to the cdamed invention, there may be a broader range of equivaent
dructures than if the physca characteristics of the dtructure are critica in performing the
clamed function in the context of the claimed invention”).

The court finds Gerber's arguments to the contrary to be without merit. Gerber's

primary argument is that the fact that it obtained a patent for its spill-proof cups againgt which
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the ‘347 patent was cited as prior art is strong evidence of non-equivaency. But the law from
the Federd Circuit on this issue is not as clear and categorica as Gerber contends. Compare
Zygo Corp. v. Wyko Corp., 79 F.3d 1563, 1570 (Fed. Cir. 1996) (“The nonobviousness of the
accused device, evidenced by the grant of a United States patent, is rdevant to the issue of
whether the change therein is subgtantid.”), with Fiskars, Inc. v. Hunt Mfg. Co., 221 F.3d
1318, 1324 (Fed. Cir. 2000) (reesoning that “it is wdl edtablished that separate patentability
does not avoid equivdency as a matter of law”); Atlas Powder Co. v. E.l. du Pont De Nemours
& Co., 750 F.2d 1569, 1580 (Fed. Cir. 1984) (an improvement in a step of a patented method,
even if separately patentable, may not avoid infringement). Suffice it to say that, for purposes
of rexlving Gerber’'s motion for summary judgment, Gerber has by no means caried its
burden of demondratiing that it is entitted to judgment as a matter of law on this bass
Gerber’s one-paragraph argument on this issue without any meaningful discusson of how the
clams in its patent compare to those of the ‘347 patent does not persuade the court of the
dgnificance of the separate patentability of its spill-proof cups.  Ultimatdy, the fact of
separate patentability might be rdevant and entitled to due weight, but it is not digpodtive of
noninfringement.  National Presto Industries, Inc. v. West Bend Co., 76 F.3d 1185, 1192
(Fed. Cir. 1996) (“Whether a modified device is within the scope of the prior patent . . .
depends on the particular facts.”).

Accordingly, Gerber’'s motion for summary judgment based on non-infringement of

clam eements 7(e) and 14(e) is denied.
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IT ISTHEREFORE ORDERED BY THE COURT that Gerber's Motion for Summary
Judgment of Non-Infringement (Doc. 36) is granted in part and denied in part as set forth

above.

IT IS FURTHER ORDERED that within ten days the parties shal meet and confer,
submit an updated Report of Parties Planning Meeting to the magidrate judge, and contact the

magistrate judge' s chambers to arrange a scheduling conference.

IT 1SSO ORDERED this 19th day of September, 2005.

& John W. Lungstrum
John W. Lungstrum
United States Didtrict Judge
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